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OFFICE ACTION SUMMARY 



[V| Responsive to communication(s) filed on _ 



^This action is RNAL. 

G ^ince this application is in condition for allowance except for formal matters, prosecution as to the merits is closed in 
accordance with the practice under Ex parte Ouayle, 1 935 D.C. 1 1 ; 453 O.G. 21 3. 

A shortened statutory period for response to this action is set to expire month(s), or thirty days, 

whichever is longer, from the mailing date of this communication. Failure to respond within the period for response will cause 
the application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 37 CFR 
y 1.136(a). 



.1 

^> Disposition of Claims 



Claim(s) ^ ^ 



•' is/are pending in the application. 

\ Of the above, claim(s) ' . - / ' is/are withdrawn from consideration. 

. [j Claim(s) . ' ] is/are allowed. 

i ^ Claim(s) ^^-ST:^ is/are rejected, 

; , Q Plaim(s) - -^^ - . ' is/are objected to. 

f □ Claim(s) - " • ^ -■ £ire subject to restriction or election requirement. 

^ Application Papers - ^ 

,v 1_J See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. / 

1^ □ The dravwng(s) filed on v . . is/are objected to by the Examiner. 

D The proposed drawing corrcK:tion, filed on ; is □ approved □ disapproved. ' 

^ P The specification is objected to fay the Examiner. 

-IQ The oath or declaration Is objected to by the Examiner. . ^ 

^' ^ .^■■'■■,":v. ■ . ''"O 

^^fraoHty under ;»U;S:c.§ 119 P 

-p^^^ti"/- ' ' ' ^ tk 

5 r CD Acknowledgmerit is rhade of a daim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d). ^ 

f □ An O Some* □ None of the CERTIFIED copies of the priority documents have been ^ 

□ received. > 
Q received in Application No. (Series Code/Serial Number) . 



Q received in this national stage application from the Intemational Bureau (PCT Rule 1 7.2(a)). 
^Certified copies not received: 



□ Acknowledgmem is made of a daim for domestic priority under 35 U.S.C. § 11 9(e). fTI 

. . . Q 

^^^Q Notice of Reference Cited, PTO-892 

V Q Information Disdosure Statement(s). PTO-1449, Paper No(s). 

" □ interview Summary, PTO-413 

□ Notice of Draftperson's Patent Drawing Review, PTO-948 
^ □ Notice of Informal Patent Application, PTO-1 52 

-SEE OFRCE ACTION ON THE FOUOWING PAGES- 

jl.;«M (Hw. awe) _ , " ' *U.&0PO:1W6^1-632/40aQ^ :: 
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Claims 41-57 are rejected under 35 U.S.C. 112, first paragraph, as containing subject 
matter which was not described in the specification in such a way as to enable one skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and/or use the 
invention, and is repeated for the same reasons of record as set forth in the Official action mailed 
11/27/98. 

The claimed invention broadly reads on cleavage of target nucleic acid via ribozyme 
composed of modified nucleotides as claimed in any context from cells in culture to whole 
organisms. Applicants show only nuclease resistance in cells but not the ability of ribozymes with 
the modifications as recited in claims to bind and cleave targets in cells in any context. While the 
specification as filed teaches certain delivery regimes as argued in applicants 6/1/99 remarks, the 
specification as a whole fails to provide any specific or particular guidelines for engineering and 
successful delivery of ribozyme with the modifications contemplated such that such ribozymes 
would bind and cleave target in cells in any context. Note the known unpredictability in the art 
as taught by Branch cited in the previous Official action, where the successful targeting of 
ribozymes for delivery to cells and whole organisms remains with any specific guidelines due to 
finding accessible regions in the target nucleic acid in cells and delivery issues for such ribozyme 
to whole organisms, which breadth is embraced by the claims. To date only limited specific 
examples are known of ribozyme being delivered to whole organisms, and where such delivery 
results in cleavage. It is maintained that the instant specification teaches only nuclease resistance 
in cells in vitro and that no further guidance is provided for the successful delivered of such 
ribozymes to cells in any context to essentially any target, in view of the unpredictability known 
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in the art. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time policy 
as set forth in 37 CFR L 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing date 
of this final action. 

Any inquiry concerning this communication should be directed to John L. LeGUYADER 
at telephone number (703) 308-0447. Please note that the examiner's compressed workweek day 
off is every Friday. // // 



John L. LeGUYADER 
August 12, 1999 




